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REMARKS 

A Request for Continued Examination is being filed herewith. The first paragraph of 
the specification has been amended to update the status of the applications identified therein. 
Claims 11-25 have been added. Support for claims 11-25 may be found, at least, from the 
first full paragraph on page 9 of the specification through the last full paragraph on page 10 
of the specification. No new matter has been added. 

In the Office Action dated February 25, 2005, claims 1-10 were finally rejected under 
35 U.S.C. § 103(a) as being unpatentable over Shelton (U.S. Patent No. 4,836,372) in view of 
the "Standard Specification for Driven Fasteners: Nails, Spikes, and Staples, American 
Society for Testing and Materials" (hereinafter "ASTM Fl 667-95"). Applicant respectfully 
traverses this rejection. 

Claim 1 recites a package of collated nails suitable for sheathing that includes, inter 
alia, "each nail is manufactured from steel wire; ... for the nail length, the shank diameter of 
each nail generally corresponds to a shank diameter as specified by ASTM F 1667-95 for 
common nails of that nail length specified for use with mechanical drivers, the head diameter 
providing an enlarged bottom head surface area for engaging the exterior surface of the 
sheathing panel to enhance resistance to panel separation by head pull through; and the ratio 
of the head diameter to shank diameter of each nail is between 2.70 and 3.37." 

The Examiner has not met the burden of establishing a prima facie case of 

obviousness. In accordance with MPEP §2141: 

When applying 35 U.S.C. §103, the following tenets of patent law 
must be adhered to: 

(A) The claimed invention must be considered as a whole; 

(B) The references must be considered as a whole and must 
suggest the desirability and thus the obviousness of making the 
combination; 

(C) The references must be viewed without the benefit of 
impermissible hindsight vision afforded by the claimed invention; and 

(D) Reasonable expectation of success is the standard with which 
obviousness is determined. (MPEP §2141.) 

Shelton discloses a strip of collated nails. (Shelton at Abstract.) As conceded by the 
Examiner, Shelton does not teach or suggest the shank diameter being between 0.092 and 
0.148 inches, the length being between 1.625 and 3.00 inches, and the ratio of the head 
diameter to shank diameter being between 2.70 and 3.37 inches. In addition, nowhere does 
Shelton teach that the nails described therein are made from steel. Instead, the Examiner 
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appears to be relying on the theory of inherency (see Office Action at page 4) to satisfy this 
feature of claim 1. As is clearly explained in MPEP §2112, "The fact that a certain result or 
characteristic may occur or be present in the prior art is not sufficient to establish the 
inherency or characteristic." (MPEP §2112, emphasis in original.) Because the nails 
disclosed by Shelton may be manufactured by materials other than steel, such as aluminum, 
which is clearly taught by ASTM F1667-95, such as Table 36, the nails disclosed by Shelton 
are not necessarily made from steel, and the Examiner's reliance on Shelton as teaching such 
a feature is improper. 

The Examiner also improperly relies on ASTM Fl 667-95, Table 36 to satisfy the 
dimensional features of claim 1. Table 36 provides, inter alia, the length, shank diameter, 
and head diameter of Type I, Style 21 shingle nails made from aluminum alloy wire, not steel 
wire. There would simply be no motivation for a person of ordinary skill in the art to turn to 
ASTM F 1667-95, Table 36 when manufacturing nails from steel wires. Moreover, claim 1 
recites that for the nail length, the shank diameter of each nail generally corresponds to a 
shank diameter as specified by ASTM F 1667-95 for common nails of that nail length 
specified for use with mechanical drivers (e.g., Table 16). The Examiner has not provided 
one iota of motivation as to why a person of ordinary skill in the art would look to one table 
in ASTM F1667-95 for common nails, and to another table within ASTM Fl 667-95 for 
aluminum shingle nails and then combine the two completely unrelated tables with Shelton to 
come up with Applicants' invention. The Examiner is clearly using impermissible hindsight 
vision afforded by the claimed invention to cobble together these references. As such, the 
Examiner is not adhering to the tenets of patent law outlined above. 

Accordingly, Applicant respectfully submits that claim 1 and claims 2-10 that depend 
from claim 1 are patentable over Shelton in view of ASTM F 1667-95, and respectfully 
requests that the rejection to claims 1-10 be withdrawn. 

New independent claim 1 1 recites a collation of nails that includes, inter alia, "said 
head and integral shank of each nail are formed from steel; each nail has a length defining the 
distance from the head to the shank point, the length being between 1.625 inches and 3.00 
inches; the ratio of the head diameter to the shank diameter of each nail is between 2.70 and 
3.37; and the shank of each nail has a bending yield strength of greater than about 90 ksi." 
Applicant respectfully submits that claim 1 1 and claims 12-19 that depend from claim 1 1 are 
patentable over Shelton in view of ASTM F 1667-95 for at least all of the reasons discussed 
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above in regard to claim 1. Moreover, nowhere does Shelton or ASTM F 1667-95 disclose or 
suggest that the shank has a bending yield strength of greater than about 90 ksi. 

New independent claim 20 recites a nail that includes, inter alia, "said head and 
integral shank are formed from steel; said nail has a length defining the distance from the 
head to the shank point, the length being between 1.625 inches and 3.00 inches; the ratio of 
the head diameter to the shank diameter is between 2.70 and 3.37; and the shank has a 
bending yield strength of greater than about 90 ksi." Applicant respectfully submits that 
claim 20 and claims 21-25 that depend from claim 20 are patentable over Shelton in view of 
ASTM F 1667-95 for at least all of the reasons discussed above in regard to claim 1. As 
stated above, nowhere does Shelton or ASTM F 1667-95 disclose or suggest that the shank 
has a bending yield strength of greater than about 90 ksi. 

Moreover, Applicant has reviewed NER-272, ASTM Fl 667-95, and all of the prior 
art of record in detail and has not come across any prior art that teaches or even remotely 
suggests a nail manufactured in accordance with the claims of the present application. 

All rejections having been addressed, it is respectfully submitted that the present 
application is in a condition for allowance and a Notice to that effect is earnestly solicited. If 
any point remains in issue which the Examiner feels may be best resolved through a personal 
or telephone interview, please contact the undersigned at the telephone number listed below. 

Please charge any fees associated with the submission of this paper to Deposit 
Account Number 033975. The Commissioner for Patents is also authorized to credit any 
over payments to the above-referenced Deposit Account. 


Respectfully submitted, 


PILLSBURY WINTHROP SHAW PITTMAN LLP 



EMILY T. BELL 
Reg. No. 47,418 
Tel. No. 703.905.2261 
Fax No. 703.905.2500 


Date: May 24, 2005 
P.O. Box 10500 
McLean, V A 22102 
(703) 905-2000 
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